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A Study on the first inventor defense in the US patent law

Eun-Tk Changl*
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Abstract  The successive round of talks on Korea-USA Free Trade Agreement (FTA) has continued, and it also has the
Intellectual property(IPR) unit. Until now, the one of most disputing concems in IPR unit through talks is the limitation of
compulsory license of claimed invention. The US is urging to establish a safeguard for IPR, as similar measure of the US, to
protecting the profit of the US enterprises through these on-going talks, it is more likely expected to take the offensive about
infringement of the patent seriously. Based on the cwrent circumstances, the provision strategy study is needed to obtain Korea
inventors the first inventor defense under the US patent law system as well as to understand the current Korea’s patent law and its
revision against that in the US. In patent Law, both nations with first to file system and first to invent system permit a prior user
of an invention to continue to use the invention notwithstanding its subsequent patenting by another under being subject to certain
qualifications and limitations, even though a patent by a later inventor is granted. Normally, the first inventor defense has been used
to compensate the drawbacks of the first to file system. The US patent Law, however, adopting the first to invent system admits
the first inventor defense. Therefore, pursuing counteract provision under consideration with Korean patent Law system and research
environment along with investigating the reason why the US adopted its patent law system, the scope of right, and the new reform
of Act. 2005 of the institute, which promotes the first Korean inventor to possess the defense right of the US, provides certain
preparations for Korean companies against the expected offensive from the US ones under the US patent Law system.

Key words : the first inventor defense, first to file system, first to invent system, a prior user of an invention,
a prior user rights, the patent reform act
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o] ¢fcl Kyla Harriel, Prior User Rights in a First-to Invent

Patent System, 36 IDEA 543, 547-50 (1996)(discussing the

history of prior user rights prior to the Patent Act of 1952).

)
=

4) Robert L. Rohrback, Prior User Right, 2U. BALT. INTELL.
PROP. LJ 1, 13(1993).
5) The American Inventors Protection Act is Title TV of the

Intellectual Property and Communications Omnibus Reform Act
of 1999 (1999.11.29Y AJAD).

6) The First Inventions Defense Act is Subtitle C of the American
Inventors Protection Act.

7) 35 US.C. §273(a)3).

8) 35 US.C. §273(b)(4).

9) 35 U.S.C. §273(b)(1).

10) 35 U.S.C. §273(b)(1).

11) 35 US.C. §273(b)(6).

12) 35 US.C. §273(6)9).
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oot 14 et B =2 vlmold AR #
E SR vFlA 2T Agd = A
A e 545 dyaiRnzt ks yoprt ¢
2ot Azt vigol s Auga shAdE ¥
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13) State Street Bank & Trust Co. v. Signature Fin. Group, Inc.,
149 F.3d 1368, 1375, 47 US.P.Q.2d (BNA) 1596, 1602 (fed.
Cir 1998), cert. denied, 525 U.S. 1093 (1999) ("Since the
1952 Patent Act, business methods have been, and should have
been, subject to the same legal requirements for patentability

as applied to any other process or method").

Patent Reform Act of 2005 - H.R. 2795 introduced on June 8,
2005, =,

Prior User Rights (Relative to Patents): Hearing on S. 2272
Before the Subcomm. on Intellectual Prop. and Judicial Admin.
of the House Comm. on the Judiciary, 103rd Cong. 2 (1994)
[o]3}oll A= ‘Hearings on S. 2272°)(statement of Rep. Hughes,
Chairman, House Subcomm. on Intellectual Prop. and Judicial
Admin.) (Prior user rights, as evidenced by past debates, is not
a simple issue nor one that lacks controversy.”); Symposium,
Franklin Pierce law Center's Fifth Biennial Patent System
Major Problems Conference-- IV. Prior User rights, 36 IDEA
406 (1996) [o]3}o] A= ‘Franklin Pierce Law Center's] (for a
sample of the viewpoints and opinions held by various
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members of the pants community on the subject of prior user
rights).

Sylvie Strobel, Prior User Rights: Introductory Comments, 35
IDEA 207, 209 (1994).

Keith M. Kupferschmid, prior User Rights: The Inventor's
Lottery Ticket, 21 ATPLA Q.J. 213, 219-21 (1993).

F. Andrew Ubel, Who's on First?--The Trade Secret Prior User
or a Subsequent Patentee, 76 J. PAT. & TRADEMARK OFF.
SOC'Y 401. 407 (1994).

Pierre Jean Hubert, The Prior User Right of HR. 400: A
Careful Balancing of Competing Interests, 14 SANTA CLRA
COMPUTER & HIGH TECH. L.J. 189, 212-13 (1998) ("US.
business that hold patents in countries that provide for prior

16)

17)

18)

19)
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user rights cannot enforce these patent against prior users.
However, the converse is not true.").
Robert L. Rohrback, Prior User Right, 2U. BALT. INTELL.
PROP. L.J 12-13 (1993).
Symposium, Prior User Rights, 34 IDEA 117, 136-37) (1994).
Robert L. Rohrback, Prior User Right, 2U. BALT. INTELL.
PROP. LJ 20 (1993); Robert Rines & Skip Kaltenheuser,
Proposed patent laws would harm inventors, NAT1 L.J., Nov.
28, 1994, at A23-24.
ArgA Felg AAske =RAREAE Griswold et al,
Harriel, Kupferschmid, Ubel; AAMEA} HE & Hifshe =8
O 2= James R. Bamey, The Prior User Defense: A Reprive
for Trade Secret Owners or a Disaster for the Patent Law?, J.
PAT. & TRADEMARK OFF. SOCY 261 (2000).
Senate Bill 2272, the "Patent Prior User Rights Acts of 1994";
Paul R. Morico, Are Prior User Rights Consistent with Federal
Patent Policy?: The U.S. Considers Legislation to Adopt Prior
User Rights, 78 J. Pat. & Trademark Off. Soc'y 572,573
(1996) (discussing House Bill 2235,
Commercial Use Act of 1995").
Senate Bill 507, the "Omnibus Patent Act of 1997, including
Title IV, the Prior Domestic Commercial Use Act of 1997";
House Bill 3460, the "Moorhead-schroeder Patent reform Act",
including Title III, the "Prior Domestic Commercial Use Act of
1996".
26) Intellectual property Owners Association("IPO");
Intellectual Property Law Association("AIPLA").
27) Teri F. Willey(Associate Director, Purdue Research Foundation);
Amold L. Newman(President, Synexus Corp.).

20)

21)
22)

23

~

24)

"the Prior Domestic

25)

American
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28) HR. Rep. No. 106-287, pt 1 (1999) (reporting favorably on
House Bill 1907).

29) 145 Cong. Rec. H6929 (Aug. 3. 1999) (amending version of
House Bill 1907 introduced, followed by 40 minutes of
debates). House Bill 1907 passed the House on August 4,
1999.

30) James R. Bamey, The Prior User Defense: A Reprieve for
Trade Secret Owners or a Disaster for the Patent Law?, 82 J.
PAT. & TRADEMARK OFF. SOC'Y 261, 269-73 (2000)

31) David H. Hollander, Jr. "The first invention defense: A limited
prior user right finds its way into US patent law introduction”,
30 ALPLAQJ. p.46 (2002)

32) Keith M. Kupferschmid, Prior User Rights: The Inventor's
Lottery Ticket, 21 AIPLA Q.J. 216 (1993).

33) 35 US.C §102(a),102(b).
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34) Kyla Harriel, Prior User Rights in a First-to Invent Patent
System, 36 IDEA 558-59 (prior user rights protects users of
process inventions "which generally are practiced away from
public view") (1996).

Keith M. Kupferschmid, prior User Rights: The Inventor's
Lottery Ticket, 21 AIPLA Q.J. 247 ("Preventing the transfer
of the prior user right preserves the equitable nature of the
right and prevents the right from becoming a type of
compulsory license") (1993).

Hearings on S. 2272, 92 &4 14, p. 84 (statement of R.
Carl Moy, Assoc. Professor, William Mitchell College of
Law)("The formulation of a prior-user right is, in theory,
highly variable.").

Paul R. Morico, 9F2) 524} 23, p. 572 ("The rights of the first
inventor(who did not seek a patent) to continue making, using,

35)

36)

37)

and/or selling the invention after the patent issues to the
subsequent inventor are known as prior user rights").
38) Kupferschmid, 9+2] §4] 16, p. 216 ("prior user right operates
independent of any claim to invention").
Frankline Pierce Law Center's, 92 4] 14, pp. 413-14
(remarks of Mr. Gholz) (priority contests are "very expensive"

39)

and "enormously socially dysfunctional”).
Keith M. Kupferschmid, 2t2] F4] 16, p.216 ("Generally, a
party must prove that it commercialized the invention or made

40)

serious preparations to do so before the patentee's filing date
or priority date.”).

Franklin Pierce Law Center's, 92] 4] 14, p. 415 (remarks
of Mr. Gholz) ("cutoff date for prior user rights should be the

41)
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TEHoR AAMEA HEe EFdo] E4EHE F
¢t A7H ddo] W& (subject matter)S A3z A
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issue or publication date").

Frankline Pierce Law Center's, 9te] 4] 14, pp. 417-18
(remarks of Mr. Budinger) (requiring possession of the
invention one year prior to application date allows inventors to
use the full one year grace period without fear that invention
will be copied and commercialized in order to establish a
prior user right); Hearings on H.R. 2235, ¢Fe] 4 23, p. 54
(statement of Gary L. Griswold, President, IPO) (purpose of
one year limitation is to allow patent owners to experiment
with or market their inventions without risk during the patent
law's one year grace period). .
Frankline Pierce Law Centers, 92 341 14, p. 432 (remarks
of Mr. Jorda) (requiring possession of the invention one year

43)

prior to application date "guts the prior user defense” by
excluding many bona fide first inventors); The Omnibus Patent
Act of 1997: Hearing on S. 507 and HR. 400 Before the
Senate Comm. on the Judiciary, 105th Cong. 50 (1997) (°|3}
o) A}= Hearings on s. 507 and HR. 400) (statement of
william P. President,
Association)("The year prior
problematic, however. It is difficult to stay a year ahead in

parker, Vermont Inventors

one requirement may be
rapidly developing advanced technologies.").

35 US.C §154 (patent grants "right to exclude others from
making, using, offering for sale, or selling the invention
throughout the United States").

Kupferschmid, 99} 4] 16, p.248 ("Any exception to the
right of the patent holder to prevent others from infringing the

44

=

45

i

invention claimed by that patent, regardless of its basis,
diminishes the value of the patent to the patent holder and

undermines the objectives of the patent system.").
Hearing on HR. 400, $F2] A} 44, p. 232 (statement of Dr.
David L. Hill, Chairman, Advisory Committee, Alliance for

46)
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American Innovation) (alleging that patent reform efforts,
including prior user rights, are supported by elements of
corporate America that seek to skew the Patent System against
the independent inventors"); Hearing on S. 2272, ¢¥9] 4]
14, p. 110 (statement of Amold L. Newman, President,
Synexus Corp.) (stating that prior user rights would put
American universities at a disadvantage).

47) US. Const. art. 1, §8, cl. 8.

48) Hearing on S. 507 and HR 400, o] 324 44, p. 20

(statement of Rep. Rohrabacher) (proposed prior user defense

"may also be unconstitutional in not granting 'Exclusive rights

to a patent holder”),

Pierre Jean Hubert, The Prior User Right of HR. 400: A

Careful Balancing of Competing Interests, 14 SANTA CLRA

COMPUTER & HIGH TECH. L.J. 202 (1998).

50) Fauber v. United States, 81 F. Supp. 218, 222, 79 US.P.Q.
(BNA) 410,420 (Ct. C1 1948).

51) City of Milwaukee v. Activated Sludge, Inc., 69F.2d 577, 593,
21 USP.Q. (BNA) 69, 85-86 (7th Cir. 1934).

52) Hodosh v. Block Drug Co., 833 F.2d 1575, 1578, 4 USP.Q.
2d (BNA) 1935, 1937 (Fed. Cir 1987).

53) 35 US.C. §252.

54) Robert L. Rohrback, Prior User Right, 2U. BALT. INTELL.
PROP. L.J 7-8 (1993).

49)
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55) Hearing on H.R. 2235, &t9] =4 23, p. 21 (testimony of Karl
F. Jorda)("It is not possible and practicable to obtain patents
on all patentable albeit marginal inventions and it would be
much too costly."); Hearing on S. 2272, 92| &4 14, p. 10
(testimony of Bruse A. Lehman)("it is simply not feasible for a
company to patent every invention it may develop").

Generally speaking, trade secret law, which is a matter of state
than  federal wrongful
misappropriation of an invention, but does not permit the trade
holder
independent inventor. In Kewanee Oil Co. v. Bicron Corp., the
Supreme Court held that state trade secret law "does not

56

=

rather law, protects  against

secret to exclude use of the invention by an

conflict with the patent policy of disclosure” and was not
preempted by federal patent law. Kewanee Oil Co. v. Bicron
Corp., 416 U.S. 470, 489-91, 181 U.S.P.Q. (BNA) 673, 681-82
(1974).

F. Andrew Ubel, Who's on First?--The Trade Secret Prior User
or a Subsequent Patentee, 76 J. PAT. & TRADEMARK OFF.
SOC'Y 441 (1994).

Griswold et al, Prior User Rights: Neither a Rose nor a
Throm, 2U. BALT. INTELL. PROP. LJ. p. 234 (1994)
(inventors sometimes have valid reasons for not filing a patent

57)

58)

application based on compelling economic realities).

Kyla Harriel, Prior User Rights in a First-to Invent Patent
System, 36 IDEA 554-55 (1996).

60) Hearings on S. 2272, ¢+o] %A 14, pp. 11-12 (statement of

59)
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HAX{(interference)s} -2 FARSH HAAE Q8=
AL AANgA e =4S oS B35 U 4+
7} Hgoltt 64 I optE Mt Fagt A 9y
9] AFg3ta e el AAREA dEof st A
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%(secret prior art)olghe ojalE EAlo digt &4
g Ao wHEle 2T FF SlokL gt
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Bruce A. Lehman) ("Societal goal of realizing the benefits of
innovation is best served by policies that provide american
companies with maximum flexibility. Prior user rights....will
permit with  confidence....the
commercially sound approach to commercially exploiting the

companies to choose most
innovation.").

61) Morico, 9] 4 23, p. 578 (money spent obtaining
defensive patents "could be better spent on developing new
technologies” ; &¥F7+9] shite] AUdo] == W&l o
NYogA Zghioht £2REATI A= Yok (L
S %, SSHALH 13, YOU ME S3|HEANA 9,
oAl g, 2000, 659%)

62) Franklin Pierce Law Center's, 99| 34 14, p. 415.

63) £YNL B gl it JARte) A™A distel=
534 E= 74" (Board of Patent Appeals and
Interferences, BPADO] BEBAE 9 4 k. BPAI: E
Yt g dist £ ojate] £9o] AU& AL, ok o]
A wEZME waslze dioh oleg ARE AHdEA
(interferences) 2k ¥ttt ol 273 9] FA, v]5EFY, AFEH

A}, 2004, 137,
64) Franklin Pierce Law Center's, 42| 4] 14, pp. 414-5
(remarks of Mr. Gholz) (priority contests are "very expensive"

and "enormously socially dysfimctional®).

Keith M. Kupferschmid, prior User Rights: The Inventor's
Lottery Ticket, 21 AIPLA QJ. 229 (“prior user rights
....benefit the public by making the invention available to the

65)

public earlier in the inventive process”) (1993).

Hearing on H.R. 2235, ¢+2] 34 23, p. 23 (testimony of Karl
F. Jorda) (prior user rights are "the best and ideal solution and
compromise between the clashing public policy considerations

66)

and the illogical extremes now faced by first inventors/trade

secret owners and second inventors/patentees™).
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7] A o deir 240l Fasith, WL
Gore & Assoc v. Garlock, Inc. AbAA, a4 &
A Tae vde] AabgAte] izt B3P 4
wdshe, dHWel AR AR A 102(0)2Y
102(2)Z8t A "ZHAR-"(public use)? FA3BI=
A& TSR Fetir BASHHCHED ©, 102(g)%
sloflA o] "=7], oA, 29" HE At
F dgol] EiRlol g Atdell AMEIE Lol
5882 Fart does

e TEjME wiEe] ese 27V R, &
HE 43R =ttt HABtL 9ot &, Dunlop
Holdings Ltd. v. Ram Golf Corp. AFASA A7&

=

=

i,
L
=

SAmas AUBAY G Bulvt vlE Bohe o
A ST T4 WA} olF AST BB 7
ESkSATtT BAISHTES) 5 APAGIA o 2R
o BAL AAER Balt Gk B9 SHAEE T
Aol 39, 5 (1) BB AAES AWl
Fato] B85 RaskAL, () B8E AAsk &

3 dFY o]F AaMgAte] 1 olAke] AN B
©& Z1sjjof gtk Hojrt,70

AR Y] FEEAEL Hox olf EX A
oA, "Abgo] EiitietH 4Est E3|do|UR| 2
2= E8|Ho] ¥4 Myriez FasteAu, 44
3E Ao A 2209 WEY Al%HA AR FX A
U e "SREA (winner—take—all) TSRS BE Z]
URA 7rEslttn F38tE k) g EASL

=
T

67) WL. Gore & Assoc. v. Garlock, Inc., 721 F.2d 1540, 1550,
220 U.S.P.Q. (BNA) 303, 310 (Fed. Cir. 1983) (public sale of
tape manufactured using secret process did not constitute
"public use" because the sale did not inform the public of the
process); Gillman v. Stem, 114 F.2d 28, 31-32, 46 USP.Q
(BNA) 430, 431-32 (2d Cir. 1940) (secret use is not prior art
under §102(a)).

68) 35 U.S.C. §102(g).

69) Dunlop Holdings Ltd. v. Ram Golf Corp., 524 F.2d 33, 37,

188 USP.Q. (BNA) 481, 484-85 (7th Cir. 1975) (first

inventor's non-informing sale of golf balls with a new type of

cover material did not constitute "concealment"); Friction Div.

Prods., Inc. v. EL. du Pont de Nemours & Co., 658 F. Supp.

998, 1014, 3 USP.Q. 2d (BNA) 1775, 1787 (D. Del. 1987)

(The patented process itself does not have to be disclosed to

the public in order to avoid a finding of abandonment or

suppression or concealment of the invention.”)

Pierre Jean Hubert, The Prior User Right of HR. 400: A

Careful Balancing of Competing Interests, 14 SANTA CLRA

COMPUTER & HIGH TECH. LJ. p. 191 (referring to these

alternatives as the "Invalidity" and Infringement” Rules) (1998).

71) F. Andrew Ubel, Who's on First?--The Trade Secret Prior User

70)



ool el AN ghe] B AT

-
il

P EYHOR WS PHAAT, T WA
olZ H[A AN FH1 WHe| T2 PARHE B3

e
2 278 39, A5 £
oA B35 Adse A=
2787 ghm e
o] ALA &
_'_%P?‘SJ-E]-_W)
AEA WE gEske oA FRe vl
AN A BRI AY mEHoR it
8] A AT e HAA e AR
3 Al fdt HEe S55evel the
playing field)" 317] 3 Bastchs Rolch® w2
AR delel $BASE U2 71go] Aol =
HAL AST A, AFA7II AA8AE U
o A48g WAIE & YA, U2 B3 HSse
o)l Slae vlFolA olefdt Aolg AwstA 9
Holehn ZARSIR ek Rz AAA UnA 2
Flote) olaidt P £ doe oF £5 Az
£ el ohe} S eR E8|E QyjRirhs
AR AT e AEd AEe) A
X s BAYe), vl AAER A7t gint

or a Subsequent Patentee, 76 J. PAT. & TRADEMARK OFF.
SOC'Y p. 407 (A prior user right is an alternative to the
winner-take-all approach and is the best solution where both
parties exercised inventive skill and thus, each deserves rights
in the invention.) (1994).

Id.

Gary L. Griswold et al., Prior User Rights:Neither a Rose nor
a Thom, 2 U. BALT. INTELL. PROP. L.J. 233. 235 (1994),
p. 235 ("The United States needs to codify prior user rights to
level the playing field of the patent rights granted by the
United State with the patent systems of our trading partners.”)
(1994).

Paul R. Morico, Are Prior User Rights Consistent with Federal
Patent policy?: The U.S. Considers Legislation to Adopt Prior
User Rights, 78 J. Pat. & Trademark Off. Soc'y pp. 578-79

(“Because of this inequity, multinational business are hesitant

72)
73)

74)

investing in plants and equipment in the United States for
inventions that are not appropriate for patenting.") (1996).

It is generally agreed that a statutory prior user right is
essential in a first-to-file system. Sylvie Strobel, Prior User
Rights: Introductory Comments, 35 IDEA p. 208 ("Prior user
rights are unanimously recognized in principle as just and
desirable in a first-to -file system") (1994); F. Andrew Ubel,
Who's on First?--The Trade Secret Prior User or a Subsequent
Patentee, 76 J. PAT. & TRADEMARK OFF. SOC'Y pp.
433-35 (primary advantage of "first-to-file" system is efficiency

75)

and administrative convenience; prior user rights address the
equitable shortcomings of this system). (1994).
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76) Keith M. Kupferschmid, prior User Rights: The Inventor's

Lottery Ticket, 21 AIPLA Q.J. 221 (arguing that the lack of a
"gives foreign industry a definite
advantage over U.S. Industry") (1993); aul R. Morico, Are
Prior User Rights Consistent with Federal Patent policy?: The
U.S. Considers Legislation to Adopt Prior User Rights, 78 J.
Pat. & Trademark Off. Soc'y pp. 578-79 (noting that where
that
disparity "hurts U.S. businesses and puts them at a clear

US. prior user right

prior user rights are available in foreign countries,

competitive disadvantage with countries that recognize prior
user rights") (1996).
77) Franklin Pierce Law Center's, %@ 4] 14, p. 412 (remarks
of Mr. Witte) ("I am opposed to prior user rights on the
that it erodes the basic
exclusionary right of the patent.").
Robert L. Rohrback, Prior User Right, 2U. BALT. INTELL.
PROP. L.J p. 3 (asserting that a prior user who failed to seck

classic  grounds unreasonably

78)

patent protection either failed to investigate the patentability of
the
patentability, or deliberately disdained use of the patent system

invention, received incorrect legal advice regarding
and that, in any of these cases, consequences should fall on
the prior user rather than the patentee) (1993).

James R. Barney, The Prior User Defense: A Reprieve for
Trade Secret Owners or a Disaster for the Patent Law?, 82 .
PAT. & TRADEMARK OFF. SOC'Y p. 267 (noting that the

availability of prior user defense makes trade secret protection

79)

"relatively more attractive than patent protection in marginal
cases") (2000).

Robert L. Rohrback, Prior User Right, 2U. BALT. INTELL.
PROP. L.J p. 12 (noting that federal patent law should be

80

~
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E3L S EAES AAMSA gEle ngy ey
AzolA AFE= F977Hgrace period) 199 #
$4E AsAZItt T 43I} 82) 7|7 WYAL
7h gk 1d Bt el B3 d3g FA) g
F3g H2E 9 HusHAAIDAITIE AE &S
t}83) 3y ghof MANERE HEprt SFAIRY YR
7b =9, 1 HErt 25E Pl gt fo7|7t
B¢ 28 gt BT 4 qloksd agA] gy
FA7IeR A3 oldg ¥ & Yu AR A
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AALgAL Aol T £AS ESRAS WASE
AAZAE uksl7] Wgo] shAS H717F 44 o
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aimed at achieving the constitutional purpose of promoting the
progress of the useful arts, and trade secrets do not serve this
purpose) (1993).

81) James R. Bamey, 2+9] 34| 29, p. 266.

82) Robert L. Rohrback, ¥2} 541 3, p. 23.

83) Id, 22; "]5E YRALEZYAEE £ Aot dRALEY
(continuation-in-part :CIP) o|2t FAEYUA 2 FZo]
AEde] sR(ERY HE Ee YHE EFPSIL glod,
ozt A2l gAd M2E Alehg £2U0 37kt &
4 Zeict ojF E3olMe FUol A3 ALuES
E3s7] A8 MR ARSI BAME 9FASE
deoz ZiFsle A& 35E Al dside d&d
o 2997 SUH FAYS VHET Utk

84) Robert L. Rohrback, 9F2] 4] 3, p. 9 (noting that a delay in
filing increases risk of adverse prior rights).

85) Id 21-22 (Small business, universities, research groups and
individual inventors are the principal beneficiaries of the
one-year grace period and thus are more likely to be harmed
by prior user than large businesses. Diminishing the value of
the grace period is likely to result in increased filing of
poorly drafted patent applications.).

Symposium, Prior User Rights, 2Fe] 4, pp. 130-132

(remarks of Mr. Balmer) ("The real issue is what is the

desired social benefit and that's one for the economists.");

(remarks of Mr. Goldstein) ("There is enough policy all the

way around that you can basically justify either side of the

36)

1ML

=

Kol)
=] bl

Ze AL SeloA UBE S UThED Z (1)
=3 SAA g AN ooz sk Al
st she E7I(QAERTE BaEE BE, () A
AMgA} A9) §840) wAelA] B8] mEnct o
Qule EEE HUslE® 9% s NE (3)
APu)Y Bzo] HEr S74E ojEe] Z3EUe B
e S FaAhemd Al Hag = 3
S, (@) AN Azl oste] ejsls =Y
wEo) AHS3R By UuiFel Rak ojoje A
5, (5) AAMgdT BaAsiel nl2a he FaRAR
5 Aolo] EAIBHE BUAXT} ulFAA AT ERjo|
ERdon o vt AE S& WE B4e T
3 & 471 gtk B2, oleigk BAlo] el grole
susiEetE, SR del: F471dn ofsta,
Y WEASE SHPATIT rIo] HAEA de
o] 28 437 & FH54o] £7] UlEe] £ of
A& ofds) Yot ek Tt WERAY WA
HHa meld ¥E BE HEE oE 23 YA
W AAMER WS AAee Fabo] mrh ASgo)
it Hoh &, AAEA Welk B8 34l
FYNYL SIFAT, WS WHASo| Ted| o]
A HAeA 9] 84 R SSAES 2]
Aok A ol A9 §l7] wEolth JduY
B3o| gt gEoz oite) ofFu u|EsH Fae)
A8 AF Hoohe AL AATE RS FelHol
gt o)Fo] B4l Ao 7Ae gL ulujsityL
2o} ok okel, AxeA} A7} Sal AR o
£ Eohe gL Rudon ANSA Wt we
A%, S3UE v AARgRA BT Wl
AAEe] Qe WEel ANE FANE 4 e 5
& FMAthe A4S B2 st lckse Teiu wd
< ujge] AEBsHe ALTA AR 34 S8
Aol ofste] FAFY AYX oL ojHs| A
ofck. AAZ, AAMEA ARl AR 2 ZcHKarl
Jordays A4S AWWAZL T4 W] E3iWo
ojste] AAEALS] WPAAE FAH S &
AAE BIER gorths We XHER lrksw o)

O

prior user rights issue. To me, the bottom line ought to be
U.S. economic policy and the effect a prior user system
would have on it.").

87) David H. Hollander, Jr. 9+2] 4] 31, p. 61.

88) Hearings on HR. 2235, &re] 34 22, p. 21 (statement of
Karl F. Jorda)("it is not true, though often assumed, that a
patentee can enjoin a prior inventor of the same invention who

kept it a trade secret.").
89) Karl F. Jorda, The Rights of the First Inventor— Trade Secret
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oo g, MARgAL gl v EAES AL
Aol gt HEH Y F5(level playing field)'F%
& BEWHoR whpskx] Bsta gtk RhfExEE
oA 1FA pa Yok olfgre R AAtga
g gt n=e] ESA=E g AAE ¢ H
otk 2T QXYY AAR HAMEAE HErt §
o uF7| g oA AFEIE At &
o gutdoz MANR el A WeEof st
geo] uFE3 Y A vESE AAFL §l= 957
HEL293) miFoA wF7|AelA E3E HAE o
ArrgA Helo] el EA] ¢A =t

3. MEEX}

o

A

AN AR xR A ol S5
§ 273014 AL e Fagse Avrd oy
3} 2},

Use as Against Those of the Second Inventor-Patentee (Part
I, 61 J. PAT. & TRADEMARK OFF. SOC'Y 593, 600
(1979).

Pierre Jean Hubert, $F®} 4} 18, p. 213 ("The limited data
available relating to operation of the prior right in foreign

90)

countries suggests the incidence of prior user right problems
which would aries in practice in the United States would be
very small"); Kupferschmid, ¢Fe] F4 16, pp. 223-26
("Prior user right litigation is minimal in countries presently
having the right. It is safe to conclude that there should be an
extremely small number of prior user rights in the United
States.").

Kupferschmid, 99| 4] 16, p. 236 (Though there may be
certain merits to the arguments made by prior user rights

91

opponents, most of the potential adverse effects....will have
little or no effect because of the extreme infrequency in which
prior user cases will arise.").

Rohrback, ¢4¢] 4] 2, p. 3 (noting lack of information
conceming negative impacts on patent owners and inventors

92

~

from the existence of prior user rights in other countries'
patent systems).

93) Hearings on S. 2272, ¢}2] 4] 14, p. 14 (testimony of Bruce
A. Lehman)("over 44% of all patents issued in the united
States are issued to foreign entities.”).

1327

3.1 MetEX el 43X FHYS ffet AHRA

A gES FAsHs FARNE F A F8
AM, & (1) E3UA faE&Yd(effective filing

O

date)2HE] 4% 19 o] e HYof 7|z
o] Sl WY HAHQ H4T (2) ESEAY #8E
olHel At Weel Z|AEo] = P
AMSE YFslor Sy yHE sk F
ARz B3 UAZRE o] FE(ED)FFHA LS
Jute] Qs =2 YAE A & FS FHA
& AMEE 5 glcto8) PHS JFHer 5] 9
A= Esta AEE Sl FA7F dastd, oY
U AYL FHE 43k FARA QU np
Aoz 7 Fa% A2 FFY HHYd] 7A=Y
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2 A AlAfEE vRel Zol, u|=ol3E E3
BAECE o] E8lE FUURE LI oA =2
Beag Al Hete Adga dHEs AAst
Qet. Y AEEAE AHE Tty st R
1022 (g) 2EFYY] AW S4d F4(contest)S
2387 Boke u|2od= F 742 293 glAE(a
two-prong, bright line test)Z Xe3lsct A
AAE 2t7] Hate, &3 A mozle (1) B33
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94) 35 U.S.C. §273(b)(1).

95) 35 US.C. §273(b)(3).

96) 35 US.C. §273(b)(1).

97) 35 US.C. §273(b)(4).

98) 35 U.S.C. §273(a)3), 273(b)(1), 273(b)3).

99) 35 US.C. §273(b)(1). “Effective filing date” is defined as the
actual filing date, or the date for which the patent holder
claims priority under § 119, 120, or 365. 35 USC.

§273(a)(4).
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100) 35 US.C. §273(b)(6) (Defense may be asserted “"only by the
person who performed the acts necessary to establish the
defense.").

101) 35 US.C. §273(a)(1).

102) 1d.

103) But id. (noting that for inventions requiring a pre-marketing
regulatory review period prior to commercial marketing or
use, such a period is deemed a "commercial use™).

104) 35 U.S.C. §273(a)2).

105) 35 U.S.C. §273(a)(2)(B).

106) 35 U.S.C. §273(b)(1), (5),
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107) 35 US.C. §102(g),

108) This hypothetical case illustrates how the defense weakens the
usefulness of the one year grace period by creating an
incentive to file one's application as quickly as possible in
order to make it more difficult for any potential independent

inventors to qualify for the defense.
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29 o] T4 wmzo] 29 o)Fo] AA] uHY requirement)°]] oJ® W8-S F7tsh= A= WH

(the licensed method)& AYHLE AMg3l= o]
7oA 5 @8-S AAllicense)dt AL thh BF
Bk AP E PHS A AYHes o|gst
A Aokt AA|HUAE=(licensees)(E3]HAFS] &Y
duct 19 o] F UFE A sk 2T
AL 2 B} o Lo|, Mgt 5 S
Aoz ALgg ot ofzt ERRINIA o] ghold
28 Al AR AR Aol YEARE,
ol Aol FHAUL d=F + ¢V WEd A
Al 8AE(licensees)2 43 FHUEY FHHE F

o

% Siehu ok AAY ARl 4T ol
2 T 99 UL ASAT F5 WA A&
Y ool olF HUAOE 8T PP PR

HEE WA 5 nt @k

109) Hubert, 99} £=43 50, p. 219 (House Bill 400, as passed by
the House in 1997, provided that effective and serious
preparation for commercialization was sufficient to establish
the defense "with respect to subject matter that cannot be
commercialized without a significant investment of time,

money, and effort.").

Hearing on HR. 1907, 92} 4] 27, p. 57 (statement of
Michael K. Kirk, Executive Director, AIPLA)(noting that the
active language
dropped "to accommodate the concerns of opponents”).
Id. (stating that "effective and serious preparation” provision
"would have avoided the possibility that
manufacturing firm would spent large sums of money in

110)

"preparation  to commercialization" was
111)
a  domestic
preparation for commercialization only to be blocked by the
patentee before actual commercialization could be achieved”).

35 US.C. §273(b)6) (stating that the defense is transferable

only as part of a transfer of the entire enterprise or line of

112)

business to which the defense relates).
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113) 35 US.C. §273(b)3XB).

114) & E3olx9] Mot ‘B3l As= Wihi§
& HE2D AAE WEsL, It Ss2de] BATE
Tlg2 223 O UE 3 2R A5seg o
AACHERSE & S3U/NEARI13T), YOU ME &3y
EAMREA o, A", 2000, 654).

115) 35 US.C. §273(bXD).

116) 35 U.S.C. §273(b)4).

117) 35 U.S.C. §273(b)8) (stating that if the defendant pleads the
First Inventor Defense without a reasonable basis and is
subsequently found to have infringed the patent, the case is
to be deemed exceptional for the purposes of awarding
attorney fees under 35 U.S.C. §285).
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Zhole}, gAA oz & o, gy 8ole A7
Ao A =7t 97l wiiolct, J™ol® B
a1, o A Ao R =4 EUH olFE
34 FAE State Street TA120) o] Hof EJE F
58 4 & A0E 1FEE Uy f¥oR P
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AHog EFE RER WS o27} Yol thaliA
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118) 35 US.C. §273(a)(3).

119) 35 U.S.C. §273(b)1),(3).

120) State Street Bank & Trust Co. v. Signature Fin, Group, Inc.,
149 F.3d 1368, 47 USP.Q2d (BNA) 1596 (Fed. Cir. 1998),
cert. denied, 525 U.S. 1093 (1999).

121) vj=to) Az FHAY P HA) dEiM=, David H
Hollander, Jr. "The first invention defense: A limited prior
user right finds its way into US patent law introduction”, 30
ALPLAQJ.37 (2002) 2%

122) 35 U.S.C. §273(b)(9).
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A9 Ao, SaEE 95Y & gt Ane oA

7t H3 = B3E EEEHVIJ—Z} g 571= A4
gle Ao, QHUF?F}“' ATET Husel Fal 53
7t mE A3A] g3 s BYE fAske AL

A zst7) miZolct,
3.22 MUIHX} SHAS
se)0| OfLict,
of gt 454 42 EAVE =i Y= HA
5o i3t dulael AAA(license)S FEEIA| ¢
ol thx] o] AR EAT APl
sg-aq 129 Jejut HPL ko) Msht ALg
o] WEt g AHEVA] FoHRT g3 A
o] E3|ofix gHdo| YFHA e oE Y1
el Aol AR gict 124 SAglo] ¢
A= e Fasitt qustH Hzlo] E3d
28} FEZHEY oA HAYLR A4S Algo] B
3R} R ol(unfettered)?] FEE HAAZ
& Sl ol 7| diojc} 129
ES FREE T BAQ E39 o] 583
AFAES B4R FHALS JFHes st
FARNE 22 HAFAEL BufistAY 2 8re) why
& ol§3toq ol AEY ¢ U= AFE =T 2
il g Yo Azt S HA | a4
olz] o]Fox A Zo] EFARY HElx AXHh
I PAEaL Qirk126) o]t A" AL MAMER}
7b wEE ol&% e 9l
(downstream purchaser)7} £32 yhe
A 2E AFE olgeEN B
2 Qloke 2ol dig) AghE A Y= A
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oI MA|®(licen

d

EE_?L

L O -‘.j.«
rlr o aﬂﬂ E 2 jo Jm
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3.3,3 MUExt FHAES MASXIOA T I 5tx|H,
= Mol s H 4 515"_ H|gto} Ru}Eict
Az FHEe YA 4S5 d "ast
YHE ST A2 %ﬂﬂnh 2|3 BRloflA AA|
(license)EAY, ¥L=3lALL oA(transferred)d 4
gtk 12 olgl A3k Es|UAVt B o AMgL

p i e}

123) 35 U.S.C. §273(b)(3)(O).

124) Id.

125) 35 US.C. §273(b)(6).

126) 35 US.C. §273(b)(2). As explained in the House Committee
Report, "if a purchaser would have had the right to resell a
product if bought from the patent owner, the purchaser has
the same right if the product is purchased from a person
entitled to a §273 defense.” HR. Rep No. 106-287, pt. 1, p.
48 (1999).
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28¥ Jet A3 wAE deg BRI, 5 F
HEY AAE g = e A F4F HA
(license) &X 2 do} JU=F gz E3HY
7h2E gt BESe AL BE2 3ha Qchied)
o|gt Adte] Y& F-F, I Sl FARRE W
BE HAIEY oA BEFdRe FEE 4 glof 2
A B3 /R E oz Yr} 129

FeFA A e Fdst 9] 2ol 9l
th &, FHAS ol TAVE e 7IdAAS
Koje] gzt oA A Y= Z2 o)HE £ A
U, adat #3E A%(line of business)® A
¥z FL o|HE 4 QUch130) o] AL A7 §
3lo] BHHPL} o) H(transfer)S AH 7|2l o]Ao
HpZo| AL} F&Elojof 8t o]Fdt o] FHH
A Q) thegt o]dak= b2 ARj7} Qlojof ghrt13D
olgfdt o]X(transfer) o|Fo| F7} AFreRA W
18 F dgulyo] olA(transfer) o)Ael AMREE=
AollA B3 wye] AM-E Aste] oA F4E ¢
QUch132) o]t AP Frrksd ANt ARHHA
2 EAAE &E BAER F8HA Y=t

e B,

4, 20054 o|= E3{H JHH(2)

Ay} Ay BelE 20054 ojRESY A3
(gh133)9] o8-8 19999 vl PRLHE T 9f
3 s Adda Fedy HES gdistels Al
Z3o] grxolA 9lchi134) HA 35 U.S.C. § 2730

127) 35 U.S.C. §273(bX6).
128) Rohrback, €2} F4 3, p.
transferability, if holder of proir user is the patentee's only

15 (despite limitation on

competitor or a market-dominating company, the patent is
rendered nearly worthless).

129) Ubel, 9F2] F4 17, p. 439 (asserting that the personal nature
of a prior user right "avoids the unfaimess to the patent
owner which would occur if the prior user were able to
freely license its prior user rights in competition with the
patent rights").

130) Id.

131) Id.

132) 35 US.C. §273(b)(7). If the transfer of the business predated
the patentee's filing date, then the defense extends to any
sites where the method was put into use prior to the filing
date.

133) Patent Reform Act of 2005 - H.R. 2795 introduced on June
8, 2005.

134) Wendy H.Schacht, Congressional Research Service Report for
Congress, p. 29, 2005,
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135) Wendy H.Schacht, 9] 34 135, p. 30.
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136) Patent Reform Act of 2005 - HR. 2795 introduced on June
8, 2005.
137) A&4FolE At e Y29 Ae, 2§ dde i
A dolAl, B39 of A7 dAlstn d F4
o] HAMAE sz Eslddo] 7143 Yl &3ts ¥
Al 7S ke Aol AARGAY Yool HH= 2l
HE=A] offto] Hate] HAPAHT AP Ho] Qe
g eldol 2] geflolata ghoh(EREEE &, &
AL, YOU ME S3|HEAEa ¥, UgAE,
2000. 656 -666H; HHEE , “SeEREOREICHT 5—5
2, 57 "], 07 bl 2003 693, pp. 61-78)
Y] Ao " W i obF] AJY] AAIGAlel=
oj2x Eatgou, SA HAEE AL o, BE
o] I EA] AA =7t ARA R JNE P2 &3}
o ks B, “AANEER oz, 7 0 UEY
3], 9t Vol97 No.l1, 2000, pp96-103)
139) Wendy H.Schacht, &2 &4 135, p. 31.
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6. DalLtat MUHAI7} 0|22 My
WA SHAS 7| YT HSHY

6.1 TRIPSEH0 W2 dix S31 A04Z2 74

WTOAIAY &gez "AAFH7|F Y& 3
ula}A| 41 F A" (Marrakesh Agreement Establish ing
the World Trade Organization : ©|3} "WTO@ A o]
2} stehol Wi wet I B&A 7R shl
R AHAQAHEA (Agreement on  Trade-
Related Aspects of Intellectual Property Rights :
olst "TRIPs@A olg} stthie A o] IgstA =4
t} 140)

Wrogol dagd w2t nl= 3y A104x
£ 7Bt 19969 19 1¥URE I dME
AP A vlFoAe] Byads flFsh= Al of
g 259 APEA =S Mot 14D

WA u=e] B3 A104zE dPA| | w2 2t
Hide F1 AT & EsEdde] =AY
A4, ARg E= et 39 At FAE FIA=
vjsol A WHYS A5 4 gdSich 142 Y A7t
1980 19 14 oA AHE dAEkn 2L 3 4
4 1d F=elA, 21 99 19 wFelN EEEY
< gk Ak 3 BE 5%t wEE 19809 3
4 199 miFolA AAlska 2 & 109 19 v=
oA E3Ede sHictd Bt viFY &EIF g
Zlojth, 11 olf= B 19804 39 1Y w=oA<
AANGRE I dRE 248 2 e B, A Al
10420 93 22 & 1€ 1Y T=FolA dAYS
s Fe 4 g3, se|zo] uet gkl
o] ZHUUMY 1)L THYE T 5= gl ¢
2ol B7F $AEE ZA =HE Aotk Iy A7
1980 19 199 LPAHAE vlFoA sHUchd v

140) TRIPSEA S A2Hd 2% A2, AE, M2id B4, o
Al 25, B, MEAY WAL, 0BAYR S A7
Aol BE BEAZEL A AAH FH% T AP
slg WAy FHoE 74} glek o] @He 19959 1
9 19ye wasHgion, HEAH EE Sz
ARRAe Auol ut Aol Fa gtk %, 41T
A9 19969 19 1928, AETe] 2L 20004 19 1
U5E, el Z9E 2006d 19 1958 TRIPsHH]
g,

WA )2 Sald AIAzE ATGUAN AStelA o]
Folzl wigol tig MAlolt WEe) e Ba4E Tl
Sl WP YFY QT sk Udlch 35
US.C. § 104 (1988).

142) 35 U.S.C. § 104(1988).

141)
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6.2.1 SE5{dolMel i3S - MUH SHNT

19999 v[=E3 MAHHAAE 35 USC 135 &
35 USC 2919 <Jgt A= AKInterference)?] 373
o BaAY g wyxlyl 35 USC 1047} 3838l ¥
WollA 1 ey WX SAdsele =7, 85 Es
2HEtA] ok AL | Hge] Ugxts 535 ¥
& & Q=S sk 3L Fled, ols A4
Aol B elRtdol s “WTOZFI=" oflAf o]
Foiz wgoz st Aoz 35 USC 1029 7
ol 23t Fafde Aaree WS Wro 714
Fofla] o]Foj7l W o = st A ougic

143) Lauren A. Degnan, "Does U.S. Patent Law Comply With
TRIPs Articles 3 and 27 With Respect to the Treatment of
Inventive Activity?”, 78 J. Pat. & Trademark Off. Soc'y 111
(1996).

144) (A2 Subject to paragraph 4 of Article 65, paragraph 8 of
Article 70 and paragraph 3 of this Article, patents shall be
available and patent rights enjoyable without discrimination as
to the place of invention, the field of technology and whether
products are imported or locally produced.

145) BEHE &, S3AEARIIT), YOU ME S8 EAEA
o, o349, 2000. 6593.
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